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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 8/6/09 have been fully considered with the following 
office action results. 

Applicant argues that Kawakami disqualifies as a reference for the following 
reasons: (a) The claimed subject matter of the present application was developed by 
inventors Tsutomu Ichinose, Shunsuke Furukawa and Takuya Wada. The subject 
matter of Kawakami was developed by another person, specifically, inventors Takashi 
Kawakami, Toshihide Ooba and Katsuyuki Koizumi; (b) Kawakami qualifies as prior art 
only under 35 U.S.C. §1 02(e). Specifically, Kawakami was filed on April 1 , 2003. The 
present application claims the benefit of Japanese Patent Application No, 2003-319591 
filed on September 1 1 , 2003. Thus, Kawakami is only prior art to the present application 
under 35 U.S.C. § 102(e); and (c) The present application and Kawakami were, at the 
time the invention of the present application was made, owned by Sony. 

However, it is noted the U.S. Patent Application Publication of Kawakami (U.S. 
Patent Application Pub. No. 2003/0235126 A1) does qualify as a 102(a) reference as 
the publishing Dec 25, 2003 is before the 371(c) date of the application September 01, 
2004. 

Applicant has claimed a foreign priority date of 9/1 1/03, but Applicant cannot rely 
upon the foreign priority papers to overcome this rejection because a translation of said 
papers has not been made of record in accordance with 37 CFR 1 .55. See MPEP 
§201.15. 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Applicant has provided evidence in this file showing that the invention was owned 
by, or subject to an obligation of assignment to, the same entity as Kawakami at the 
time this invention was made, or was subject to a joint research agreement at the time 
this invention was made. However, reference U.S. Patent Application Pub. No. 
2003/0235126 A1 additionally qualifies as prior art under another subsection of 35 
U.S.C. 102, and therefore, is not disqualified as prior art under 35 U.S.C. 103(c). 

Applicant may overcome the applied art either by a showing under 37 CFR 1 .1 32 
that the invention disclosed therein was derived from the invention of this application, 
and is therefore, not the invention "by another," or by antedating the applied art under 
37 CFR 1.131. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37 CFR 1.55. See MPEP § 201.15. 
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3. Claims 1-6, 8-16, 18-23, and 25-30 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent Pub. No. 2003/0235126 A1 to Kawakami et al. in 
view of U.S. Patent No. 5,986,987 to Taguchi et al. 

As to claims 1,18 and 29, Kawakami discloses an information recording 
processing device, method and information recording medium storing a computer 
program for performing an information recording process, comprising: a modulated data 
generating unit (15) and step for generating a modulated recording frame by performing 
data modulation processing on data to be recorded (Fig. 17, paragraph 0268), where 
modulation generation unit (15) performs the step of modulation; recording frame 
characteristic determining means for determining a data characteristic of constituent 
data of an additional data-corresponding recording frame, wherein said data 
characteristic represents a state obtained from said additional data-corresponding 
recording frame (Fig. 14, and 16, paragraphs 0184-0185, paragraph 0170), where the 
memory transfer controller (3) and the cluster buffer memory (4) determine which frame 
is in effect and preamble and postamble frames have different characteristics as they 
are used for different states such as PLL settlement, signal amplitude control and signal 
offset control; and an additional data-corresponding data controlling unit and step for 
controlling constituent bits of a data-changeable data part on a basis of: (i) a constituent 
bit value of additional data; and (ii) the data characteristic of the constituent data of said 
additional data-corresponding recording frame (Fig. 16, paragraphs 0185-0186, Fig. 14, 
paragraph 0170), where the memory transfer controller (3) and the cluster buffer 
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memory (4) control which the additional data-corresponding data or the preamble and 
suffix frames are used based on the state of the frames or data-corresponding data. 

Kawakami is deficient in disclosing said modulation processing including a 
process of conversion of two-bit information into three-bit information. 

However, Taguchi discloses said modulation processing including a process of 
conversion of two-bit information into three-bit information (Fig. 6, columns 7-8, lines 64- 
1 ), where modulator (1 1 ) converts the two-bit data to three-bit data. 

At the time of invention, it would have been obvious to a person of ordinary 
skilled in the art to have modified the modulated data generating unit as taught by 
Kawakami by including that the modulator converts two-bit data to three-bit data as 
taught by Taguchi. The suggestion/motivation would have been in order for the data to 
be an accordance with a rule such that the 1/7 modulation of data is met in order to 
meet the partial response class I characteristics (Taguchi, columns 7-8, lines 64-4). 

As to claims 2, 9, 19, and 26, Kawakami discloses the information recording 
processing device and method, wherein in said additional data-corresponding data 
controlling unit and step, and data decoding unit and step, the data part whose 
constituent bits are controlled is user control data (UCD) (Fig. 7, paragraph 0154), 
where a 576-bye user control data is used. 

As to claims 3, 10, 13, 20 and 27, Kawakami discloses the information 
reproduction processing device, information recording medium, and recording process 
method, wherein the first data characteristic of constituent data of said additional data- 
corresponding recording frame is a characteristic of whether parity of the constituent 
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data of the recording frame is even parity or odd parity (Fig. 5, paragraph 0152), where 
the Reed-Solomon parity code determines whether the recording frame is an even or 
odd parity, and said additional data-corresponding data controlling unit and step 
controls the constituent bits of the data-changeable data part on a basis of two 
conditions of whether the constituent bit value of said additional data is 0 or 1 and 
whether the parity of the constituent data of said additional data-corresponding 
recording frame is even parity or odd parity (Fig. 1 1 , paragraph 0162), where the next- 
generation MD2 system is the controlling unit and the 18-bit error-correcting parity code 
determines whether the additional data is a 0 or a 1 ; said additional data decoding unit 
and step obtains the additional data constituent bit information on a basis of two data 
characteristic determinations of whether the parity of the constituent data of said 
additional data- corresponding recording frame is even parity or odd parity and whether 
parity of constituent data of the specific user control data is even parity or odd parity 
(paragraph 0122), where the Viterbi decoding method is used which provides a 
decoding unit and RLL or run length parity preserve/prohibit rmtr, determines whether 
the parity is even or odd; and said user control data has the data characteristic 
determined according to two conditions of whether the constituent bit value of said 
additional data is 0 or 1 and whether the parity of the constituent data of said additional 
data-corresponding recording frame is even parity or odd parity (Fig. 5 and 7, 
paragraphs 0152-0154), where user control data is used in determining the parity by the 
Reed-Solomon parity code. 
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As to claims 4 and 21, Kawakami discloses the information recording processing 
device and method, wherein said additional data-corresponding data controlling unit and 
step performs control to set parity of the data-changeable data part to one of odd parity 
and even parity (Fig. 11, paragraph 0162), where the next-generation MD2 system is 
the controlling unit and the 18-bit error-correcting parity code controls whether the 
additional data is odd or even. 

As to claims 5, 15 and 22, Kawakami discloses the information recording 
processing device, medium and processing method, wherein said additional data is set 
and stored as constituent information of at least one of encryption key information, 
encryption key generating information, content reproduction control information, and 
content copy control information for contents stored on said information recording 
medium (Fig. 54, paragraph 0390), where the encryption unit (72) generates key 
information (74). 

As to claims 6, 16, and 23, Kawakami discloses the information recording 
processing device, recording medium, and processing method, wherein said modulated 
data generating unit and step generates the modulated recording frame by performing a 
data conversion process satisfying RLL (1, 7) as a run length rule (Paragraph 0122), 
where RLL (1,7)PP or 1-7pp modulation is used. 

As to claim 8, Kawakami discloses an information reproduction processing 
device for reproducing information stored on an information recording medium, said 
information reproduction processing device comprising: a demodulating unit (24) for 
demodulating data read from the information recording medium; and an additional data 
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decoding unit for: (a) determining a first data characteristic of an additional data- 
corresponding recording frame, wherein said first data characteristic represents a state 
obtained from said additional data-corresponding recording frame (Fig. 14 and 17, 
paragraphs 0170 and 0257), where based on the characteristics in the preamble and 
postamble frames, the different states are determined such as PLL settlement, signal 
amplitude control and signal offset control and this is processed by EFM demodulation 
unit (24); (b) determining a second data characteristic of a specific user control data 
read from the information recording medium (Fig. 7, paragraph 0154), where the BIS 
data code includes user control data; and (c) obtaining additional data constituent bit 
information on a basis of: (i) said first determined data characteristic which represents 
the state obtained from said additional data-corresponding recording frame; and (ii) said 
second determined data characteristic of said specific user control data (Fig. 17, 
paragraphs 0255-0257), where the EFM demodulation unit (24) and ACIRC decoder 
(25) receive a signal from RF amplifier (21 ) from disc (90) and the EFM demodulation 
unit (24) and ACIRC decoder (25) decode and demodulate the bit information. 

Kawakami is deficient in disclosing said data being generated by a modulated 
recording frame generating process including a process of conversion of two-bit 
information into three-bit information. 

However, Taguchi discloses said data being generated by a modulated recording 
frame generating process including a process of conversion of two-bit information into 
three-bit information (Fig. 6, columns 7-8, lines 64-1), where modulator (11) converts 
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the two-bit data to three-bit data. In addition, the same motivation is used as the 
rejection in claim 1 . 

As to claims 11 and 28, Kawakami discloses the information reproduction 
processing device and method, wherein at least one of encryption key information, 
encryption key generating information, content reproduction control information, and 
content copy control information for contents stored on said information recording 
medium is generated on a basis of the obtained additional data constituent bit 
information (Fig. 54, paragraph 0390), where encryption unit (72) generates key 
information (74). 

As to claim 12, Kawakami discloses an information recording medium storing: 
modulated data based on a plurality of recording frames (Fig. 17, column 25, lines 8- 
10), where modulation data generating unit (15) modulates the data; and user control 
data having a data characteristic determined on a basis of a constituent bit value of 
additional data and a data characteristic of constituent data of a specific additional data- 
corresponding recording frame selected from the plurality of recording frames, wherein 
said data characteristic represents a state obtained from said specific additional data- 
corresponding recording frame (Fig. 7, paragraph 0154), where user control data has 
576-bytes, which is several bits and based on the value of the bits in the frames the 
state of the frame is determined. 

Kawakami is deficient in disclosing wherein said modulated data is generated by 
performing a process of converting two-bit information into three-bit information. 
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However, Taguchi discloses wherein said modulated data is generated by 
performing a process of converting two-bit information into three-bit information (Fig. 6, 
columns 7-8, lines 64-1 ), where modulator (1 1 ) converts the two-bit data to three-bit 
data. In addition, the same motivation is used as the rejection in claim 1 . 

As to claim 14, Kawakami discloses the information recording medium, wherein 
the data characteristic determined for said user control data is a data characteristic of 
whether parity of constituent data of said user control data is even parity or odd parity 
(Fig. 5, paragraph 0152), where the Reed-Solomon parity code determines whether the 
recording frame is even or odd parity, and the user control data having the parity 
determined on a basis of the constituent bit value of said additional data and the data 
characteristic of the constituent data of the specific additional data- corresponding 
recording frame selected from said plurality of recording frames is stored (Fig. 5 and 7, 
paragraphs 0152-0154), where user control data is used in determining the parity by the 
Reed-Solomon parity code. 

As to claim 25, Kawakami discloses an information reproduction processing 
method for reproducing information stored on an information recording medium, said 
information reproduction processing method characterized by comprising: a 
demodulating step of demodulating data read from the information recording medium 
(Fig. 17, paragraph 0257), where demodulation unit (24) performs the demodulation 
step; and an additional data decoding step of determining a first data characteristic of 
an additional data-corresponding recording frame, wherein said first data characteristic 
represents a state obtained from said additional data-corresponding recording frame 
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(Fig. 14, paragraphs 0170-0171), where based on the characteristics in the preamble 
and postamble frames, the different states are determined such as PLL settlement, 
signal amplitude control and signal offset control; and determining a second data 
characteristic of a specific user control data read from the information recording medium 
(Fig. 7, paragraph 0154), where the BIS data code includes user control data; and 
obtaining additional data constituent bit information on a basis of the two determined 
data characteristics (Fig. 17, paragraphs 0255-0257), where the EFM demodulation unit 
(24) and ACIRC decoder (25) receive a signal from RF amplifier (21) from disc (90) and 
the EFM demodulation unit (24) and ACIRC decoder (25) decode and demodulate the 
bit information. 

Kawakami is deficient in disclosing said data being generated by a modulated 
recording frame generating process including a process of conversion of two-bit 
information into three-bit information. 

However, Taguchi discloses said data being generated by a modulated recording 
frame generating process including a process of conversion of two-bit information into 
three-bit information (Fig. 6, columns 7-8, lines 64-1), where modulator (11) converts 
the two-bit data to three-bit data. In addition, the same motivation is used as the 
rejection in claim 1 . 

As to claim 30, Kawakami discloses an information recording medium storing a 
computer program for reproducing information stored on an information recording 
medium, said computer program structured to cause an apparatus to: demodulate data 
read from the information recording medium; and determine: (i) a first data characteristic 
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of an additional data-corresponding recording frame, wherein said data characteristic 
represents a state obtained from said additional data-corresponding recording frame 
(Fig. 14 and 17, paragraphs 0170 and 0257), where based on the characteristics in the 
preamble and postamble frames, the different states are determined such as PLL 
settlement, signal amplitude control and signal offset control and this is processed by 
demodulating unit (24); and (ii) a second data characteristic of a specific user control 
data read from the information recording medium (Fig. 7, paragraph 0154), where the 
BIS data code includes user control data; and obtain additional data constituent bit 
information on a basis of the two determined data characteristics (Fig. 17, paragraphs 
0255-0257), where the EFM demodulation unit (24) and ACIRC decoder (25) receive a 
signal from RF amplifier (21) from disc (90) and the EFM demodulation unit (24) and 
ACIRC decoder (25) decode and demodulate the bit information. 

Kawakami is deficient in disclosing said data being generated by a modulated 
recording frame generating process including a process of conversion of two-bit 
information into three-bit information. 

However, Taguchi discloses said data being generated by a modulated recording 
frame generating process including a process of conversion of two-bit information into 
three-bit information(Fig. 6, columns 7-8, lines 64-1), where modulator (11) converts the 
two-bit data to three-bit data. In addition, the same motivation is used as the rejection in 
claim 1. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aneeta Yodichkas whose telephone number is (571) 

272- 9773. The examiner can normally be reached on Monday-Thursday 8-5, 
alternating Fridays, 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea Wellington can be reached on (571) 272-4483. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jorge L Ortiz-Criado/ 

Primary Examiner, Art Unit 2627 

/A.YV 
8/13/09 
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